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Before Ci ssel, Hohein and Bucher, Adm nistrative Trademark
Judges.

Opi nion by Cissel, Admi nistrative Trademark Judge:

On January 4, 1999, Corporate Conputer Systens Europe
GhbH, a corporation organized and exi sting under the | aws
of Germany, filed the above-referenced application to
regi ster the mark “AAC’ on the Principal Register for
“electric, electronic and optical measuring, signaling,
checki ng (supervision) apparatus and instrunents included
in CQass 9, in particular electric devices and instrunents

for recording, transm ssion and reproduction of audio and
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vi deo signals; apparatus and instrunments for recording,
transm ssion and reproduction of audio signals and parts of
such apparatus included in Cass 9; transm ssion apparat us,
recei ving apparatus, apparatus for courtless (sic)
transm ssi on of acoustic signals, coders, decoders,
conputer prograns stored on data carriers, software, data-
processi ng devices and their parts included in Class 9.7
As a basis for filing this application, applicant asserted
that it possessed a bona fide intention to use the mark in
commerce in connection with the listed goods. Applicant
also claimed priority based on an application to register
its mark which applicant had filed in Germany on July 1,
1998.

The Exami ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U. S.C. Section 1052(d),
based on his finding that confusion would be likely with
two registered trademarks. He also refused registration
under Section 2(e)(1l) of the Lanham Act, 15 U.S.C. Section
1052(e) (1), on the ground that the mark applicant seeks to
register is nmerely descriptive of the goods listed in the
application. In support of this refusal, he nade of record
a copy of a page froman on-line acronymdictionary which

shows that “AAC’ stands for “Advanced Audi o Coding.”
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Additionally, the Exam ning Attorney held that the
identification-of-goods clause in the application was
indefinite. He nade suggestions as to how applicant could
anmend this clause to satisfy the requirenment for a definite
identification of the goods.

Responsive to the first Ofice Action, applicant
anended the application to identify its goods as foll ows:
“reproduction instrunments, recorders, editors, transmtters
and receivers for audio and video signals and parts of the
af oresai d goods; conputer prograns for controlling, tuning,
editing, nonitoring and reproduction signal transm ssions,
bl ank data cartridges, CD-ROVs, diskettes, disks and tapes,
none of the aforenentioned goods bei ng tel econmuni cati ons
apparatus or access concentrators for simlar goods.”
Applicant also argued that its mark is not nerely
descriptive and presented argunents that confusion woul d
not be likely with the two cited registered marks. Wth
regard to descriptiveness, applicant stated that the
letters “AAC’ are acronyns for a nunber of different
things, “including such things as Air Arnornent Center,
Airborne Aircraft Controller, and Anerican Adoption
Congress.”

The Exam ning Attorney suspended action on the

application pending receipt of a certified copy of
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applicant’s German regi stration, but continued the refusals
under Section 2(d) and 2(e)(1) of the Act, as well as the
requi renment for a nore definite identification-of-goods

cl ause. After applicant submtted the certified copy of
its German registration and withdrew its intention to use
the mark as a basis for the application under Section 1(b)
of the Act, the Exam ning Attorney nmade final the

requi renent for a nore definite identification-of-goods
clause and al so nade final the refusals to register based
on Sections 2(d) and 2(e)(1) of the Act.

Submtted wth the final refusal to register were
excerpts fromarticles retrieved fromthe Nexis automated
dat abase of publications which show the letters sought to
be regi stered as an acronym for “advanced- audi o-
conpression,” which is a “format for CD quality sound at
| ow and hi gh bandw dt hs.”

Fol | owi ng assignnent of the application to the above-
identified corporation and a change of attorneys, a tinely
Noti ce of Appeal was filed on August 16, 2001, along with a
request for reconsideration, which included an anendnent to
the existing identification-of-goods clause. Applicant
asked that it be replaced with the follow ng: “equi pnent
for processing, recording, reproducing, editing, storing,

transmtting, and receiving audi o signals; equipnent and
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conmput er software for processing, recording, reproducing,
editing, storing, transmtting, and receiving audio data in
a digital form data cartridges, CD-ROMs, diskettes,
conput er di sks, audi o tapes, nenory cards, and other nedi um
(sic) capable of storing digital data in International
Class 9.7

Applicant argued in its request for reconsideration
t hat based on the anended identification-of-goods cl ause,
confusion would not be likely with either of the two cited
regi stered marks, and further, that applicant’s mark i s not
nmerely descriptive of the goods specified in the anended
application.

Subm tted in support of the request for
reconsi deration were copies of marketing materials which
appl i cant contended establish that its mark is not nerely
descriptive and not likely to cause confusion with the two
cited registered marks. Significantly, one of the printed

brochures submtted by applicant identifies “AACA” as “The

new gl obal audio format,” and states that “...as an MPEG 2
extension and as part of MPEG 4, AAC has proved itself
capabl e of delivering audio of such outstanding quality
that it is safe to assune it will becone the next

successful audio coding algorithm” The brochure announces

that applicant “is proud to introduce the first MAYAH AAC
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software to record and play AAC fornatted files. AACis
very econom cal and can reduce transm ssion and storage
costs by as nuch as 50%” The brochure goes on to state
that applicant’s recorder “[r]ecords and stores AACA coded
formats.”

The Trademark Trial and Appeal Board instituted the
appeal , but suspended action on it and remanded the
application to the Exam ning Attorney for consideration of
applicant’s request for reconsideration. Upon
reconsi deration, the Exam ning Attorney maintained the
refusal s under Sections 2(d) and 2(e)(1), as well as the
requirenment for a nore definite identification of
applicant’s goods. Submitted with the Exam ning Attorney’s
response to applicant’s request for reconsideration was a

copy of an entry fromthe on-line Smart Conputi ng

di ctionary, which explains that “Advanced Audi o Codi ng
(AAC)” is “[a] new conpetitor to the MP3 standard. AAC

| ets users downl oad CD-quality recordings to their
conputers. The new standard prom ses better conpression
and, thus, faster download tinme span than the now w dely
used MP3 standard. AAC s devel opers claimthe conpression
reduces the download tinme of a 3-mnute song from 21
mnutes to 9. There are several variations of AAC

however, and they aren’t interchangeable... There are al so
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sonme players and encoders based on the public domain
version of the AAC format avail able for free..

The application file was returned to the Board, and
action on the appeal was resuned. Applicant then tinely
filed its brief on appeal. |In its brief, applicant
submi tted anot her anmended version of the identification-of-
goods clause. Applicant sought to anmend its application to
specify its goods as follows: “equipnment for processing,
recordi ng, reproducing, editing, storing, transmtting, and
receiving the audio signals, nanely personal conputers,
optical disk players and recorders, nmagnetic di sk players
and recorders, magnetic tape players and recorders, hard-
drive nenories, alarmclocks, radios, analog and digital
portabl e tape players, analog and digital portable disk
pl ayers, analog and digital portable nenory players,
el ectrical wires and cables; software to enhance the
capabilities of multimedia applications, nanely
applications to enhance the perfornmance of any nultinedia
system written data cartridges, CD-ROMWs, diskettes,
conput er di sks, RAM nenories, sem conductor nenories, and
menory cards[,] all featuring entertainnent in Cass 9.7

The application, along with applicant’s brief, was
forwarded to the Exam ning Attorney for his brief in

accordance with Trademark Rule 2.142(b). Based on the
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anended version of the identification-of-goods clause
presented in applicant’s appeal brief, the Exam ning
Attorney withdrew the refusal to register based on
l'i keli hood of confusion. He maintained, however, that the
refusal based on descriptiveness and the requirenent for a
nore definite identification-of-goods clause are both well
taken. He pointed out that the nost recent anmendnent not
only includes indefinite term nol ogy, but also adds
products which are not within the scope of the
identification in the original application as it was fil ed.

Applicant tinely filed a reply brief. Init,
applicant attenpted yet another anendnent to the
identification-of-goods clause in the application. This
time, applicant sought to renove the goods which the
Exam ning Attorney found to be outside the scope of the
original application, and applicant sought to clarify sone
of the other products listed in the anmendnent applicant had
subnmitted with applicant’s appeal brief.

Applicant did not request an oral hearing before the
Boar d.

At the outset, we need to clarify which of the various
i dentification-of-goods clauses proffered by applicant is
bei ng considered in this appeal. Trademark Rule 2.64(a)

provi des that an applicant’s response to a refusal of
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registration or a requirenent that has been either repeated
or designated as final is limted either to conpliance with
the requirenment or to an appeal. Odinarily, unless the
Exam ning Attorney agrees to it or applicant had been
granted perm ssion by the Board to anend the application
after the appeal had been filed, any such anmendnments woul d
not be considered. The proper procedure for the Exam ning
Attorney to have foll owed when he was presented with the
amendnment applicant included with its appeal brief was to
return the application file to the Board to act on
applicant’s request to anend. This was not done, however.
The Exam ning Attorney apparently took the position that he
shoul d consi der the anmendnent applicant had proffered in
its brief, and when he did this, as noted above, he found

t hat al t hough the anended identification-of-goods clause
still fell short of being sufficiently definite, it
nonet hel ess provided himw th a basis upon which to

wi t hdraw the refusal to register based on Section 2(d) of

t he Act.

Because the Exam ning Attorney treated this anmendnment
as if it had been properly nmade, and in view of the fact
that it elimnated one of the grounds for refusing
regi stration, we have considered the amendnent as if it had

been tinely made in accordance with the Trademark Rul es of
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Practice. The subsequent anmendnent offered by applicant in
its reply brief, however, has not been considered. The
Exam ning Attorney did not consider this anmendnent.
Accordingly, for purposes of this appeal, the
identification-of-goods clause referred to in applicant’s
appeal brief is the version we have considered. W agree
with the Exam ning Attorney that this anmendnment fails for
two reasons. First, it includes “alarm clocks” and
“electric wires and cables,” which are all goods outside of
the scope of the goods listed in the application as it was
originally filed. Trademark Rule 2.71(a) permts
anendnments “to clarify or limt, but not to broaden,” the
identification of goods. Second, this version of the
i dentification-of-goods clause refers to “witten data
cartridges, CD-ROMs, diskettes, conputer disks, RAM
nmenories, sem conductor nenories, and nenory cards[,] al
featuring entertainment,” but this term nol ogy does not
i ndi cate what type of entertainment is stored on these
products, and w thout an indication of the subject matter,
this | anguage does not provi de enough information about the
goods to all ow accurate determ nati ons of whether confusion
is likely with ot her marks. The wordi ng proposed by

applicant is sinply not specific enough.

10
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The requirenment for an anended identification-of-goods
cl ause whi ch includes only goods enconpassed within the
application as it was originally filed, and which does not
include indefinite term nology, is accordingly affirmed.

We therefore turn to the second issue before us in
this appeal, i.e., whether the mark applicant seeks to
register is nerely descriptive of the goods specified in
the application, as anended. The test for registrability
under Section 2(e)(1) of the Lanham Act is well settled. A
mark is nerely descriptive, and hence unregistrable, if it
imedi ately and forthwith descri bes a significant
ingredient, quality, characteristic, function, feature,
pur pose or use of the goods in connection with which the
mark is, or is intended to be, used. 1In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In re MetPath
Inc., 223 USPQ 88 (TTAB 1984); In re Bright-Crest, Ltd.,
204 USPQ 591 (TTAB 1979).

Appl i cant “concedes,” (brief, p. 5), that the letters
it seeks to register “can be used as an abbreviation for

‘advanced audi o codi ng. In any event, the evidence
submtted by the Exam ning Attorney nakes this clear
Further, this record establishes that Advanced Audio

Codi ng, or “AAC,” is a format for downl oadi ng digital

musi c. As noted above, applicant itself uses this acronym

11
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descriptively, and indicates in its own pronotiona
material that the acronym “AAC stands for “Advanced Audio
Coding,” ... “the new global audio format.” In that the
goods listed in the anmended identification-of-goods cl ause
process, record, reproduce, edit, transmt and receive
audi o signals, the letters “AAC’ describe a key feature or
characteristic of applicant’s products, nanely that they
can play and/or record AAC fil es.

Applicant’s argunents to the contrary are not
persuasive. Applicant notes that the evidence of record
i ndi cates that there are nineteen definitions for this
initialism(including, e.g., “Aerial Anbulance Co.”), and
argues that the purchasing public would not necessarily
associ ate “Advanced Audio Coding” with its goods. As the
Exam ning Attorney points out, however, it is well settled
that the descriptiveness of a term nust be determ ned not
in the abstract, but rather in relation to the goods
identified in the application and the possible significance
that the termis likely to have to purchasers of these
products because of the manner in which it is used in
connection with them In re Abcor Devel opnent Corp., 588
F.2d 811, 200 USPQ 215 (CCPA 1978). That a term nay have
other neanings in different contexts is not controlling on

the question of descriptiveness. Inre Bright-Crest, Ltd.,

12
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supra. In the instant case, the goods are recording and
pl ayback devices and nmultinmedi a software which utilize AAC
technology. In connection with these products, purchasers
woul d cl early associate “Advanced Audi o Coding” with the
letters “AAC.” Because this technology is a significant
feature or characteristic of these products, “AAC is
merely descriptive of themw thin the nmeaning of Section
2(e)(1) of the Lanham Act.

DECI SION:. The requirenent for a definite
i dentification-of-goods clause which does not include
products outside the scope of the application as it was
filed is affirmed. The refusal to register under Section
2(e) (1) of the Lanham Act because the mark is nerely
descriptive of the goods set forth in the anended

application is also affirned.
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